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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 23 November 2009 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1_ is/are rejected. 

/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

'TOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 2010021 7 
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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments filed November 23, 2009 have been fully considered but 
they are not persuasive. 



2. Rejection of claim 1 as being obvious over Wiktorowicz in view ofZanzucchi, 
Simpson, and Caliill 

While Applicant acknowledges that Cahill discloses a coating thickness falling 
within the range of 0.01 and 15 |jm, Applicant argues that it would not have been 
obvious to substitute the coating of Cahill for that used by Wiktorowicz and if this 
substitution is made the resulting system would not be the same as claimed. In 
particular, Applicant asserts. 

First, Cahill's system requires more buffer solution to fill the gap between the two juxtaposed 
surfaces as compared to Applicants' system that needs only sufficient amount of buffer to "soak" 
the pH active groups. Second, the molecules to be separated would experience a 
different electrical field within an open planar surface as in the present invention as 
opposed to the electrical field within a channel-like chamber as in Cahill's device. Third, 
the fluid dynamics established within an open planar surface is different from the fluid 
dynamics established within the two juxtaposed surfaces. 

See page 4 of Applicant's Response received on November 23, 2009. 
In response to applicant's argument that the references fail to show certain 



features of applicant's invention, it is noted that the features upon which applicant relies 
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(i.e., amount of buffer needed, nature of the electrical field, and fluid dynamics 
characteristics as discussed in the quotation above) are not recited in the rejected 
claim. Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. CIr. 1993). Moreover, Applicant merely opines that the amount of 
buffer needed, nature of the electrical field, and fluid dynamics characteristics in the 
system of Wiktorowicz as modified by Cahill (and Simpson and Zanzucchi) would be 
different than in Applicant's invention. There is no explanation as why such differences 
would be expected. 

Additionally, Applicant appears to argue that his invention does not require "two 
juxtaposed, especially opposite surfaces" as he believes is required by Wiktorowicz as 
modified by Cahill. However, again. Applicant argues about a feature that is not 
claimed. Applicant's claim 1 does not exclude a second surface opposite the first one; 
that is, a juxtaposed opposite surface. Moreover, there does not appear to be clear 
support for excluding a juxtaposed opposite surface in the original disclosure, especially 
since Applicant discloses that the secondary process path(s) may be subjected to 
centripetal force (how is fluid retained in the channel without a cover if the channel is 
spun around at high speeds?) and several, if not all, of the patents Applicants refers as 
examples of a disc shaped device have juxtaposed opposite surfaces. See 
specification page 11, lines 5-12 and page 13, lines 16-26, and, for example, WO 
02/075775 A1 page 23, lines 26-27; and WO 97/21090 Figure 17D. 
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3. Rejection of claim 1 as being obvious over Liu in view ofZanzucchi, Simpson, 
and Cahill 

Applicant essentially restates his arguments against using Cahill's coating as a 

substitute coating which were set forth against the rejection of claim 1 as being obvious 
over Wil<torowicz in view ofZanzucchi, Simpson, and Cahill. The Examiner is turn 
relies on his rebuttal above. 

4. Rejection of claim 1 as being obvious over Lee in view ofZanzucchi, Simpson, 
and Cahill 

Applicant essentially restates his arguments against using Cahill's coating as a 
substitute coating which were set forth against the rejection of claim 1 as being obvious 
over Wil<torowicz in view ofZanzucchi, Simpson, and Cahill. The Examiner is turn 
relies on his rebuttal above. 

5. For the reasons set forth above all of the rejections set forth in the Office action 
mailed on July 23, 2009 are maintained. 
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Final Rejection 



6. THIS ACTION IS MADE FINAL. Applicant is reminded of tlie extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1343. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained trom the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Alex Noguerola/ 

Primary Examiner, Art Unit 1795 

February 17, 2010 



